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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 



Examiner: Kam, Chih Min 



Roger Y. TSIEN, et al. 



Art Unit: 1653 



Application Serial No. 09/866,538 



Confirmation No. 4548 



Filed: May 24, 2001 



Attorney's Docket No. 39754-0831 CP2 



For: NON-OLIGOMERIZING TANDEM 
FLUORESCENT PROTEINS 



Customer No. 25213 



EXPRESS MAIL LABEL NO. Fl 977 R7B S70 US 
Date Mailed: JULY 2, 2004 



PETITION TO CORRECT PATENT TERM ADJUSTMENT 
HISTORY UNDER 37 C.F.R. § 1.705(b) 



MAIL STOP: PETITIONS (c/oOPLA) 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicants hereby request reconsideration of the Patent Term Adjustment (PTA) 
accorded to the above-referenced application. In the Notice of Allowance, the Determination of 
Patent Term Adjustment under 35 U.S.C. 154(b) states that the PTA is "19" days. Applicants 
hereby request reconsideration of the PTA calculation and authorize payment of any necessary 
fees, including the fee in the amount of $200.00 as set forth in 37 C.F.R. § 1.18(e) for the PTA 
adjustment requested, from Deposit Account No. 08-1641 (referencing Attorney's Docket No. 

3Q754-r)831 C.P9Y 



According to the U.S. Patent and Trademark Office (PTO), the total PTA for the above- 
referenced application based on the Applicants' Delay and PTO Delay is 12. days. Applicants 
respectfully submit that, as described in detail below, the correct total PTA for this patent is 21 
days. Applicants are also in disagreement with the Applicants' Delay of 49 days, as indicated in 
the PAIR/PALM system. Applicants believe that the Applicants' Delay should be 4Z days. A 



REMARKS 



review of the Patent Term Adjustment (PTA) in the PAIR/PALM system shows that the U.S. 
Patent and Trademark Office (PTO) calculated the Patent Term Adjustment (PTA) as follows: 

A Notice to File Missing Parts was mailed July 25, 2001 with a two month response 
time. Applicants mailed a response and fees, via first class mail, on September 25, 2001 . The 
PTO-return stamped postcard shows a receipt date of September 28, 2001. Therefore, 
Applicants believe that the Applicants' delay clock started on September 25, 2001 and should 
have stopped with the receipt of the response and fees on September 28, 2001 , incurring an 
Applicants' delay of 3 days. Applicants are in disagreement with the PAIR/PALM system 
calculations according to which the Applicants' delay starts on July 25, 2001 and stops with the 
entry in the PAIR/PALM system of Application is Now Complete on October 30, 2001 , incurring 
an Applicants' delay of 5 days. Applicants believe that the PAIR/PALM system is not 
calculating the actual date the PTO received the response to the Notice to File Missing Parts 
needed to stop the Applicants' clock. 

A Non-Final Office Action was mailed on September 30, 2002 regarding the requirement 
for Election/Restriction of claims 1-87. Under 35 U.S.C. 154(b)(1)(A)(i)(l), the PTO was to issue 
the first Non-Final Office Action by July 24, 2002. Thus, the PTO delay of 68 days, as reflected 
in the PAIR/PALM system is correct and Applicants are in agreement with this calculation. 
Applicants filed a response to the Office Action by priority mail on October 30, 2002. The PTO 
received the response on November 4, 2002. Applicants filed a Preliminary Amendment by 
priority mail on December 13, 2002. The PTO received the Preliminary Amendment on 
December 17, 2002. Applicants believe that the Applicants' delay clock started 
November 4, 2002 and stopped December 17, 2002. Thus, the Applicants' delay of 43 days, as 
reflected in the PAIR/PALM system is correct and Applicants are in agreement with this 
calculation. A Final Office Action was mailed December 9, 2003. Applicants mailed a 
response, via Express Mail, on January 30, 2004. Applicants mailed a supplemental response 
to the December 9, 2003 Final Office Action, via Express Mail, on March 10, 2004. Applicants 
believe that the Applicants' delay clock started March 9, 2004 and stopped with the 
supplemental response received by the PTO on March 10, 2004. Thus, the Applicants' delay of 
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1 day, as reflected in the PAIR/PALM system is correct and Applicants are in agreement with 
this calculation. 



Therefore, Applicants respectfully submit that this application is entitled to a total PTA of 
21 days (the PTO Delay of 68 days minus the Applicants' Delay of 47 days) and request 
adjustment accordingly. 

Additionally, Applicants do not believe the $200.00 charge for reconsideration of the 
PTA should be charged to the Applicants, as the error was made on the part of the PTO. 
However, the United States Patent and Trademark Office is authorized to charge any additional 
fees, and to credit any overpayments or refunds, that may be due in connection with this 
application, to Deposit Account No. 08-1641 (referencing Attorney's Docket No. 39754-0831 
£E2). 

Should there be any questions, please contact the undersigned at the correspondence 
address listed below. Thank you for your consideration. 



HELLER EHRMAN WHITE & McAULIFFE LLP 

275 Middlefield Road 
Menlo Park, CA 94025-3506 
Telephone: (650) 324-7000 
Facsimile: (650) 324-0638 
e-mail: jfQx@hewm.com 
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Respectfully submitted, 



Dated: July 2, 2004 




JSmgs A. Fox (Reg. No. 38,455) 
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